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DETAILED ACTION 
Priority 

1 . Acknowledgment is made of applicant's claim for foreign priority based on 
PCT/IT04/00192 filed on 08 April 2004 and further on TO2003A000303 filed on 17 April 2003. 
It is noted, however, that an appropriate certified copy of the Italian application as required by 35 
U.S.C. 1 19(b) has either not been received or at the least has not been placed in the file. 
Examiner respectfully requests Applicant to provide a certified copy of TO2003A000303 in an 
effort further prosecution of the application. 



Double Patenting 

2. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. A nonstatutory obviousness-type double patenting rejection 
is appropriate where the conflicting claims are not identical, but at least one examined 
application claim is not patentably distinct from the reference claim(s) because the examined 
application claim is either anticipated by, or would have been obvious over, the reference 
claim(s). See, e.g., In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re 
Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re LongU 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re 
Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) may 
be used to overcome an actual or provisional rejection based on a nonstatutory double patenting 
ground provided the conflicting application or patent either is shown to be commonly owned 
with this application, or claims an invention made as a result of activities undertaken within the 
scope of a joint research agreement. 

Effective January 1 , 1 994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 
3.73(b). 

3. Claims 12-15 are rejected on the ground of nonstatutory obviousness-type double 
patenting as being unpatentable over claims 1, 3, & 5-7 of U.S. Patent No, 7,273,273 B2. 
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Although the conflicting claims are not identical, they are not patentably distinct from each other 
because the claims of the present appHcation overlap said patented claims and would be obvious 
thereby. 

In the above reference, it is the examiner's position that it would have been obvious to 
one having ordinary skill in the art that a container for storing and refilling an ink cartridge could 
have repeated communication devices and collection chambers for cartridges that contain a 
variety of inks. 

Claim Rejections - 35 USC §103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action; 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

5. The factual inquiries set forth in Graham v. John Deere Co,, 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior . art. 

2. Ascertaining the differences between the prior art and the claims at issue, 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

6. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
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evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 
7. Claims 12-18 are rejected under 35 U.S.C. 103(a) as being unpatentable over Scardovi 
et al., (EP 0605183 A2) and da Silva (US 6,766,817 B2) in further view of Hetzer et al., (US 
4,614,163 A). 

a. As related to independent claim 12, Scardovi et al. teach a station [i.e. container] 
for storing and refilling with ink a cartridge of a printhead, including a container with a 
collection chamber [i.e. ink container] containing a predetermined quantity of ink for 
refilling completely said cartridge a plurality of times, said collection chamber being 
arranged adjacently to a bottom wall of said container, said bottom wall serving as a 
support platform or said container on a horizontal plane so as to define a vertical 
operating position of said station, said container having an external shape defining at least 
one side wall of said container and also being provided with a housing attached to a top 
wall of said container and suitable for accommodating said cartridge and a refilling 
means [i.e. capillary element] at least partially immersed in said predetermined quantity 
of ink when said station is arranged in said vertical operating position, and suitable for 
cooperating with said cartridge for transferring said ink fi-om said collection chamber to 
said cartridge (Scardovi et al. - Detailed Description, Column 3, Lines 14-45 and Figure 
- 1, Reference #10, #25, & #26, shown below). 
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b. Continuing with claim 12, while Scardovi et al. teach a back-flow compartment 
(Scardovi et al. - Figure 1, Reference #25 & Arrows, shown above and Figure 4, 
Reference Arrows, shown below), Scardovi et al. do not specifically teach the back- flow 
compartment surrounds the housing. However, da Silva teaches a fluid conduction 
means with a station for storing and refilling a fluid container with a container and a 
refilling means as well as a back- flow compartment that surrounds the housing and 
communicates fi'eely with said collection chamber for receiving the ink contained in said 
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collection chamber when said station is turned on from said vertical operating position, 
said back-flow compartment and said collection chamber having their respective volumes 
proportionate in such a way that, when said station is tilted from said vertical operating 
position and placed along any side wall of said container in a tilted position on said 
horizontal plane or when said station is turned upside down with respect to said vertical 
operating position, said predetermined quantity of ink flows back from said collection 
chamber to said back- flow compartment, whereby said refilling means emerges from said 
. ink and any leakage of ink through said refilling means is avoided (da Silva - Title; 
Abstract; and Figure 5, Reference #109, #101, #103, #403, #502, & Arrows, shown 
below). 




Back'Flow 
Compartment 
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da Silva 

FIG. 5 

c. Additionally, while da Silva clearly teaches the back-flow compartment as 
currently claimed, the specific use of the invention in this environment is not detailed 
very thoroughly. However, Hetzer et al, precisely teach the motivation to combine the 
prior art as the station [i.e. ink pot] for storing and refilling an ink cartridge [i.e. felt pens] 
includes the above taught components to include the container, the refilling means, and a 
back-flow compartment surrounding the housing and teaches the motivation is to realize 



an apparatus thereof in which direct spilling of the ink is not possible under any 
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circxunstances (Hetzer et al. - Description, Colunm 3, Lines 15-17 and Figure 4, 
Reference #3, #25, and Arrows, shown below). 




Back-Flow Compartment 



d. As related to dependent claim 13, the combination of Scardovi et al., da Silva, 
and Hetzer et al. teach the limitations of claim 12 for the reasons above and continues to 
teach the back-flow compartment has a volume at least equal to the volume of the 
predetermined quantity of ink (da Silva - Detailed Description, Colunm 14, Line 35 - 
Column 15, Line 12 and Figure 5, Reference Arrows, shown above). 
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e. As related to dependent claim 14, the combination of Scardovi et al., da Silva, 
and Hetzer et al. teach the limitations of claim 12 for the reasons above and continues to 
teach the refilling means is disposed in a central position with respect to the bottom wall 
and symmetrical with respect to the side walls of the container (Hetzer et al. - Figure 4, 
Reference #3 & #25, shown above). 

f. As related to dependent claim 15, the combination of Scardovi et al., da Silva, 
and Hetzer et al. teach the limitations of claim 12 for the reasons above and continues to 
teach a refilling means comprises an elongated capillary element [i.e. porous element] 
passing through a bottom wall of said housing and having a lower end facing said bottom 
wall and an upper end suitable for being inserted in said cartridge for transferring said ink 
through capillary from said container to said cartridge (Scardovi et al. - Detailed 
Description, Column 4, Lines 21-40 and Figure 1, Reference #26, #27, #33, & #54, 
shown above). 

g. As related to further dependent claim 16, the combination of Scardovi et al., da 
Silva, and Hetzer et al. teach the limitations of claim 15 for the reasons above and 
continues to teach the capillary element is inserted in an impermeable, tube-like element 
[i.e. suction tube] attached to said housing and extending in said collection chamber 
perpendicularly to said bottom wall, said tube-like element also being disposed in a 
position that is central with respect to said bottom wall and symmetrical with respect to 
the side walls of said container, so that said capillary element is not covered by said ink 
when said container is tilted laterally or turned upside down (Hetzer et al. - Description, 
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Column 2, Lines 42-56 & Column 3, Lines 4-17 and Figure 4, Reference #20 & #22, 
shown above). 

h. As related to further dependent claim 17, the combination of Scardovi et al., da 
Silva, and Hetzer et al. teach the limitations of claim 16 for the reasons above and 
continues to teach the tube-like element consists of a rigid pipe attached to the bottom 
wall of the housing (Hetzer et al. - Description, Column 2, Lines 42-56 & Column 3, 
Lines 4-17 and Figure 4, Reference #20 & #22, shown above and Scardovi et al. - 
Detailed Description, Column 3, Lines 14-45 and Figure 1, Reference #18, #24, & #28, 
shown above). 

i. As related to further dependent claim 18, the combination of Scardovi et al., da 
Silva, and Hetzer et al. teach the limitations of claim 16 for the reasons above and 
continues to teach the tube-like element consists of a rigid and impermeable sheath 
attached tightly to the bottom wall. (Hetzer et al. - Description, Column 2, Lines 42-56 & 
Colimin 3, Lines 4-17 and Figure 4, Reference #20 & #22, shown above and Scardovi et 
al. - Detailed Description, Colximn 3, Lines 14-45 and Figure 1, Reference #18, #24, & 
#28, shown above). 

8. Claims 19-20 are rejected under 35 U.S.C. 103(a) as being unpatentable over Scardovi 
et al., (EP 0605183 A2) da Silva (US 6,766,817 B2) and Hetzer et aL, (US 4,614,163 A) as 
applied to claims 12 & 15 above and further in view of Ando et aL, (US 6,048,054 A) and 
Dressel (US 2,620,499 A). 

a. As related to further dependent claim 19, the combination of Scardovi et al., da 
Silva, and Hetzer et al. teach the limitations of claim 15 for the reasons above and 
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continues to teach the lower end of the capillary element is placed at a distance from the 
bottom wall (Scardovi et al. - Detailed Description, Column 3, Lines 14-45 and Figure 1, 
Reference #14, #26, & Arrows, shown below). 



II 



' ■ "■ 











DistanceTrom Bottom Wall 



b. Continuing with claim 19, the combination does not specifically teach a distance 
of not more than about 5 cm the capillary element is placed from the bottom wall. 
However^ as the additional prior art of record shows, specifically Ando et al. & Dressel, 
the capillary element in such an apparatus could be placed at any distance from the 



bottom wall to include touching the bottom wall, partially touching the bottom wall, or 
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distancing itself from the bottom wall. It would have been obvious to one of ordinary 
skill in the art at the time the invention was made to adjust the distance the capillary 
element was placed from the bottom wall as would be most efficient, cost effective, 
and/or the best mode of the invention. Additionally, a distance of not more than about 5 
cm would encompass range of 0 - 5.4 cm thereby reinforcing the teachings of the prior 
art (Ando et al. - Description, Column 9, Lines 14-43 and Figure 7, Reference #1 1 & 
Arrows, shown below & Dressel - Description, Column 4, Lines 35-60 and Figure 3, 
Reference #22, #10, & Arrows, shown below). 



Ando et al. p f Q ^ Y 
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c. As related to dependent claim 20, the combination of Scardovi et al., da Silva, 
and Hetzer et al teach the limitations of claim 12 for the reasons above and continues to 



teach the container includes a compensating device [i.e. holder ring] attached against a 
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boss of the bottom wall of the housing (Hetzer et al - Description, Column 2, Lines 42- 
65 and Figure 4, Reference #26 & #27, shown below). 




d. Continuing with claim 20, the combination does not specifically teach a lamina 
valve, However, both Ando et al. and Dressel teach a compensating device for balancing 
differences in hydrostatic pressure between the collection chamber and the cartridge, 
including a lamina valve [i.e. annular bead, flange or relay portion] attached against a 
boss of the housing, the lamina comprising a flexible portion suitable for elastically 
assuming one or the other of two positions at opposite ends with respect to a rest position, 
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when said lamina is urged by the difference in hydrostatic pressure between the cartridge 
and the collection chamber or vice versa (Ando et al. - Description, Colunm 9, Lines 14- 
43 and Figure 9, Reference #49 & #42, shown below & Dressel - Description, Column 2, 
Lines 15-17 and Figure 3, Reference #21, shown previously). 



Given the same field of endeavor, specifically a station for storing and refilling an ink 
printing device, it is apparent that one of ordinary skill in the art at the time the invention 
was made would have been motivated to combine station with a container, a refilling 
means with a capillary element and a tube, a valve and a backflow compartment as taught 
by the combination of Scardovi et al., da Silva, and Hetzer et al. with the station for 
storing and refilling an ink printing device with a specific lamina valve as taught by both 
Ando et al. and Dressel, in an effort to ensure appropriate replenishing of ink while 
avoiding leakage or spillage (Ando et al. - Summary, Column 1, Lines 53-57 and Dressel 
- Description, Column 1 , Lines 15-18). 



FIG. 9 
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Conclusion 

9. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. Rhoades (US 2,737,927 A) teaches a station for storing and refilling an ink 
application device with a container containing ink, a capillary refilling device, and a back- flow 
compartment. 

10. Examiner's Note: Examiner has cited particular Figures & Reference Numbers, 
Columns, Paragraphs and Line Numbers in the references as applied to the claims above for the 
convenience of the applicant. Although the specified citations are representative of the teachings 
of the art and are applied to the specific limitations within the individual claim, other passages 
and figures may apply as well. It is respectfiilly requested fi"om the applicant in preparing 
responses, to fiilly consider the references in their entirety as potentially teaching all or part of 
the claimed invention, as well as the context of the passage as taught by the prior art or disclosed 
by the examiner. 

Any inquiry concerning this communication or earlier communications fi:om the 
examiner should be directed to JOHN P. ZIMMERMANN whose telephone number is (571)270- 
3049. The examiner can normally be reached on Monday - Thursday, 7:00am - 5:00pm. 

If attempts to reach the examiner by telephone are unsuccessftil, the examiner's 
supervisor, Matthew Luu can be reached on 571-272-7663. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpubHshed 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct,uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




JPZ 



